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Reply Brief 

This is a reply to the Examiner's Answer mailed September 4, 2007. 
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Status of Claims 

Claims 1-27 stand rejected under 35 U.S.C. § 103(a) as being obvious and therefore 
unpatentable over European Patent Application EP 650,714 A1 to Coles (hereinafter "Coles") 
alone or in view of U.S. Patent No. 6,287,288 to Osbom III et al. (hereinafter "Osborn"). 

Accordingly, claims 1-27 are under appeal. 
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Grounds of Rejection to be Reviewed on Appeal 

Ground 1 

Claims 1-27 stand rejected under 35 U.S.C. § 103(a) as being obvious and therefore 
unpatentable over European Patent Application EP 650,714 A1 to Coles (hereinafter "Coles") 
alone or in view of U.S. Patent No. 6,287,288 to Osborn III et al. (hereinafter "Osborn"). Under 
Ground 1 , claims 1-27 are argued as a group. 
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Argument 

Ground 1 = Rejection Of Claims 1-27 

Claims 1-27 stand rejected under 35 U.S.C. § 103(a) as being obvious and therefore 
unpatentable over Coles alone or in view of Osborn. Appellants respectfully submit that the 
Examiner's rejection is improper and should be reversed. In particular, Coles and Osborn, 
alone or in combination, fail to teach or suggest all of the claim limitations. 

In making an obviousness determination it is well-known that one must consider the 
claimed invention as a whole. In this regard, the discussion of the Appellants* invention 
disclosed in the specification and drawings, from above, is reasserted here by reference. In 
particular, the independent claims each recite a composite outer cover, the composite outer 
cover including an extensible, liquid impermeable outer cover material and a non-tensioned 
elastic . The non-tensioned elastic and the extensible, liquid impermeable outer cover material 
are associated with each other, where, upon activation of the composite outer cover at least a 
portion of the composite outer cover where the outer cover material and the non-tensioned 
elastic are associated is adapted to; (i) have a retraction capability differential of at least 10% 
and (ii) attain a three-dimensional configuration. It is the unique combination of the extensible, 
liquid impermeable outer cover material and the non-tensioned elastic, and their association 
with each other before, and then upon, activation of the composite outer cover, that defines the 
invention not taught or suggested in the documents of record. It is discovery of these 
materials, their combination and then their association and interaction when the absorbent 
article is being donned by the wearer, or during use by the wearer, that defines the invention 
that has not been taught or suggested before. For example, attention is directed to the 
specification at page 7, line 23 to page 8, line 6, in addition to the remainder of the 
specification drawings which support the claimed invention. 

It is further recognized that when making an obviousness determination the reference(s) 
must be considered as a whole and suggest the desirability, and thus the obviousness, of 
modifying or combining the referenced teaching(s) to obtain Appellants' claimed invention. In 
MPEP Section 2143, the three basic elements of a valid prima facie case of obviousness in 
view of a reference are presented as: 
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1 . some suggestion or motivation to modify the reference or to combine reference 
teachings; 

2. a reasonable expectation of success in the modification or combination; and 

3. a teaching or suggestion of all the claim elements in the reference(s) (emphasis 
added). 

The Office Action has not provided Appellants with a reference, or combination of 
re f erences> that teach or suggest all the elements of Appellants' claimed invention. Of 
particular note, the cited Coles reference fails to teach or suggest an extensible, liquid 
impermeable outer cover material, such outer cover material being a clearly recited element of 
the subject invention and necessary to practice the inventive composite outer cover. 

The Examiner is correct insofar as describing Coles as disclosing a composite elastic 
member 1 having an elastically extensible layer 5 and first layer 3 that is relatively unextensible 
or unelongatable. See col. 8, lines 6-24. This unextensible first layer is a carrier layer for the 
elastic that allows the elastic to be supplied at high speed in a substantially untensioned state 
to avoid the need for complex tension control, etc. See col. 2, lines 34-44 and col, 3, lines 29- 
55. This composite elastic member 1 is then applied to a web 31 (see Figs. 5-8 and col. 10, 
line 36 to col. 11, line 46), where the web can be a topsheet, a backsheet, an absorbent core, 
or a combination of these (see col. 10, lines 37-39). One point to keep in mind is that Coles 
does not provide any discussion with respect to, nor does Coles disclose, teach, or suggest, 
any extensibility or lack thereof of the topsheet, backsheet, absorbent core, or combinations of 
these. 

The Examiner is also correct in stating that this unextensible first layer 3 has a limited 
amount of extensibility (the 5% at a force between 0.5 N/cm and 5 N/cm stated by the 
Examiner). One notices, however, the leap in logic taken between the first and second full 
sentences on page 4 of the Examiner's Answer. Whereas the first full sentence discusses 
Coles' limited extensibility of this first/carrier layer (the 5% at a force...), the second leaps to 
whether Osbom teaches the extensibility of a topsheet or a backsheet. This same leap 
appears in paragraph 5 of the Final Office Action dated November 27, 2006. The Examiner 
appears to try to conflate the first/carrier layer that Coles applies to a topsheet or backsheet 
with the topsheet or backsheet itself. The limited extensibility of the first/carrier layer in Coles 
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cannot be applied to the topsheet or backsheet in Coles because Coles does not discuss the 
extensibility or lack thereof of its topsheet or backsheet. This leap in logic is perpetuated in the 
"Response to Argument" section of the Examiner's Answer. In the first full sentence on page 
5, the Examiner states that "Coles does teach that the liquid impermeable outer cover has 
some degree of extensibility." As discussed above, this is not true. The first/carrier layer of 
Coles' composite elastic member has some extensibility, but extensibility in relation to an outer 
cover is not discussed by Coles. 

Because there is no discussion of topsheet/backsheet extensibility in Coles, there is no 
reason to look to Osborn for a different extensibility. The comfortable fit to the wearer as 
discussed in Coles is supplied solely by the composite elastic member, whether such 
composite elastic member Is used as waist elastic, leg elastic, a barrier cuff, or elasticized side 
panels. See col. 15, line 42 to col. 17, line 30. There is no teaching or suggestion in Coles 
that an outer cover can be made extensible for the purpose of comfort or for any other 
purpose. As a result, there can be no motivation to look for another reference to after the 
degree of extensibility. 

Substituting an extensible material from Osborn for the first/carrier layer of Coles would 
defeat the clearly-stated objectives (see col. 2, lines 34-44 and col. 3, lines 29-55) of Coles. 
Looking to Osborn to change the degree of extensibility of an outer cover, when the 
extensibility of an outer cover is not discussed in Coles, can only be done in hindsight based 
on the road map provided by the Appellants. While Coles merely discloses an easier method 
for unwinding an elastic before It is applied to any standard web, the Examiner wants to use 
Coles to teach variations of that standard web, and to motivate one skilled in the art to look to 
Osborn to act on those (nonexistent) variations. The basis for this is not there. 

In summary, Coles alone and in combination with Osborn fails to teach aJl the claimed 
elements of the subject invention, namely, at least the extensible liquid impermeable outer 
cover material. This single difference, while it may appear as only one claim element on its 
face, is quite significant because this element is a part of the composite outer cover, and in the 
combination with the non-tensioned elastic, these two elements provide many features that 
neither of them alone can provide to the invention of the Appellants (i.e., this is definitely a 
case where the sum of the parts is worth more than each part alone). Without the extensible 
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liquid impermeable outer cover material feature, the unique combination of features of the 
invention cannot be obvious in light of the documents cited. Coles is lacking this feature, and 
the resulting combination, and there is not a proper suggestion or motivation to include this 
feature because of Coles' express teachings against such. Moreover, even if such could be 
properly included, the resulting structure is not Appellants' invention. For all these reasons, it 
is believed that a valid prima facie case of obviousness has not been made. Accordingly, the 
rejection of the claims based on 35 U.S.C. § 103 (a) is respectfully requested to be withdrawn. 

For at least the reasons set forth above, Appellants respectfully request that all the 
rejections under 35 U.S.C. § 103 be withdrawn. 

Conclusion 

For the reasons stated above it is Appellants' position that the Examiner's rejection of 
claims has been shown to be untenable and should be reversed by the Board. 

Therefore, in addition to the reason set forth in Appellants' Appeal Brief, the rejections of 
the claims on appeal are submitted to be in error for the reasons set forth above. Appellants 
do not believe that any fee is due. However, the Commissioner is hereby authorized to charge 
any deficiency or overpayment of any fees to Deposit Account No. 1 1 -0875. The undersigned 
may be reached at 920-721-8863. 

Respectfully submitted. 
GEORGIA L. ZEHNEB^ET AU^"^ _ // 



By: 




Randall W. Fieldhack, Attorney for Appellants, 
Registration No. 43,611 
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